COMMISSIONER POR PATENTS

UNITED STATES PATENT AND TRADEMARK OFFICE
P.0, Box (450

ALEXANDRIA, VA 22313-1480

© www.uspto.gov

MEMORANDUM

Date: August 4,2003 1

To: Patent Examining T¢chnology Center Directors
Patent Examining Corps

. Mkn b Xemin
From:  Stepben G. Kunin
Deputy Commissioner for Patent Exammaton Pohcy

Subject: Updated Guidance as to Applying the Recapture Rule to Reissue Apphcahons

This memorandum sets forth Office policy for addressing recapture issues in reissue applications,
in view of recent case law. The substance of this memorandum will be mcorporated into Chapter
1400 of the MPEP in the next revision.

Office policy for addressing reissue recapture issues is set forth in MPEP § 1412.02 - Recapture
of Canceled Subject Matter. A recent decision of the Court of Appeals for the Federal Circuit
and two recent decisions of the Board of Patent Appeals and Interferences have made it
necessary for the Office to revise the existing recapture policy in the Office. These decisions are
Pannu v. Storz instruments Inc., 258 F.3d 1366, 59 USPQ2d 1597 (Fed. Cir. 2001), Ex parte
Yamaguchi, 61 USPQ2d 1043 (Bd. Pat. App. & Inter. 2001)(reported but unpublished,
precedential), and Ex Parte Eggert, Appeal No. 2001-0790 (Bd. Pat. App. & Inter. May 29,
2003)(a precedential opinion of an expanded panel of the Board). Attachment A provides
examples where recapture is an issue, and Attachment B is a recapture-analysis flow chart.

The following guidance is provided to assist Office personnel in addressing reissue recapture
issues. The guidance provided herein is effective immediately.

L. Summary:

. 1) The test for determining the presence of recapture or lack thereof is now to be stated in
examiners' Office actions to be a three step process. (Pannu) The first step is to determine
whether, and in what aspect(s), the reissue claims are broader than the patent claims. The second
step is to determine whether the broader aspect(s) of the reissued claims relate to surrendered
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subject matter. Finally, in the third step, it is to be determined whether the reissued claims were
materially narrowed in other respects to avoid the recapture rule.

. 2) When analyzing a reissue claim for the possibility of impermissible recapture, there are two
different types of analysis that must be performed. First, the reissue claim must bé compared to
.any claims canceled or amended during prosecution of the original application: Tt is
impermissible recapture for a reissue claim to be as broad or broader in scope than any claim that
was Q%Jg_d or amended in the original prosecuhon Claim scope that was canceled or amended
is deemed surrendered and therefore barred from reissue. Second, it must be determined whether
the reissue claim entirely om1ts any limitation that was added/argued during the original
prosecution to overcome an arf 'rejection. Such an omission in a reissue claim, even if it mcludes
other limitations making the reissue claim narrower than the patent claim in other aspects, is
impermissible recapture. (Pa%hu) However, if the reissue claim recites a broader form of the key
limitation added/argued during original prosecution to overcome an art rejection (and therefore ..
not entirely removing that key limitation), then the reissue claim ‘may not be rejected under the
recapture doctrine. (Eggert) For example, if the key limitation added to overcome an art
rejection was “an orange peel,” and the reissue claim instead recites “a citrus fruit peel,” the
reissue claim may not be rejected on recapture grounds.

3) The Board (in Yamaguchi) has also recently held that an examiner's reasons for allowance
statement (as opposed to an examiner’s amendm&ent) which 1dentifies a claim limitation as‘the
basis for allowing the original application does not reSult in that limitation being surrendered,
and cannot serve as a basis for recapture. Only an apphcanfme_r}t argument, or
amendment (which might be made via an examiner's amendment consented to by applicant) can
establish a swrrender of claimed subject matter on which to base recapture.

10 Recapture Baseline set by MPEP § 1412.02:

A reissue patent will not be granted to "recapture" claimed subject matter which was “surrendered”
to obtain an original patent. As pointed outin MPEP § 1412.02, a patentee cannot recapture, ina
reissue application, claims that are of (a) an equal scope, or (b) a broader scope, than the claim
subject matter “canceled” from the original application in favor r of more specific claims, in order to
" overcome an art rejection. ! As further pointed out in MPEP § 1412, 02, surrender can occur
through arguments alone (without claim amendment in the application) - “surrendered subject
matter” will be considered to have “crept into the reissue claim™ where the patentee presents in the
reissue application a claim that excludes the claim limitation(s) which applicant had argued to

! The “cancellation” of claim subject matter can be by deleting the claim and substxtutmg a narrower claim,
or by amending the existing claim so that it becomes narrower.
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distinguish over the art in obtaining the .pateni. ? These two principles are the base-line for
recapture which is set forth in MPEP § 1412.02.

II. Additions to the baseline by Pannu and Eggert: .

Pannu provides a clear statement that recapture is not always avoided by making a reissue claim
narrower than the claim subject matter *‘canceled” from the original application in favor of more
specific claim subject matter, in order to overcome an art rejection. The Pannu court decided
that a limitation A which was added in an original application to overcome an art rejection
cannot then be omitted in a relssue application and replaced by a different 1t narrowing 1 hm1tat10n,
B, which is not related to hmltatlon A, SAs stated in Pannu 258 F.3d at 1372,59 U USPQZd at
1601, "[o]n reissue, [the patenf owTier] is estopped ﬁ_g‘m\attempnng to recapture the precise
limitation he added to overcome prior art rejections.”.(Emphasis supplied.) Once a patent is
obtained by adding a limitation to the claims to d&finé over the art, that limitation, or a limitation
related to that limitation®, must remain in the claims.

As a resnlt of Pannu, the following can be stated:.
A. Given:

(1) A claim limitation is pr&sented/argued/étated in an original application to make
the claims allowable over an art rejection made in the onginal application, and

(2)  The claim limitation is then omitted, in its entn'ety, m the reissue application
claims. .

Then:

The omitted limitation relates to subject matter previously surrendered by apphcant,
impermissible recapture of the surrendered subject matter exists, and the reissue apphcatlon

2 "[W]e conclude that, in a proper case, a surrender can occur through arguments alone. We next evaluate
whether such a surrender occurred here with respect to the 'solely with steam’ and ‘two sources of steam' limitations
the pertinent aspects in which the asserted reissue claims are broader than the original patent claims. The obvious
conclusion is that there has been a surrender.

As detailed above, Williams repeatedly argued that the 'solely with steam' and *two sources of steamn'
limitations distinguished the original claims from the prior art. ...

None of the asserted reissue claims include either the 'solely with steam' limitation or the ‘two sources of
steam' limitation. Thus, this surrendered subject matter--i.e., cooking other than solely with steam and with at least
two sources of steam--has crept into the reissue claims." [Hester Industries, Inc. v. Stem, Inc., 142 F.3d at 1482, 46
USPQ2d at 1649 (Fed. Cir. 1998)] .

3 See Eggert.
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claims should be rejected under 35 U.S.C. 251 as being an improper recapture of broadened
claimed subject matter surrendered in the application for the patent upon which the reissue
application is based.

B. If the omitted limitation is replaced by another limitatior\qmat is not related to the subject
matter previously surrendered by applicant, recapture exists, even though the replacement
 limitation is a material (narrowing) limitation, and even where the replacement limitation
defines the claim(s) over the prior art. See Clement principle 3(a). 3

C. If the omitted limitation is seplaced by another limitation that is related to the subject matter
previously surrendered by applicant, recapture has been avoided. The replacement limitation
certainly can be more spegific than the omitted limitation. In addition, the Eggert decision
held that the related replacement limitation can be broader than the omitted limitation, as
long as the replacement limitation provides a claim that is narrower than the “canceled” claim
subject matter, i.., narrower than the subject matter "canceled" from the original application
(in favor of more specific claim subject matter) in order to overcome an art rejection. The
holding 1n Eggert is to be strictly limited to the facts of the case.

- These three principles will be illustrated as follows:

Principle 4.  Given (1) a claim limitation is presented/argued/stated in an original application to make the
claims allowable over an art rejection made in the original application, and (2) the claim limitation
is then omitted, in its entirety, in the reissue application claims, then the omitted limitation relates
to subject matter previously surrendered by applicant, and impermissible recapture of that
surrendered subject matter exists.

This situation is where the original patent claims are directed to the combination ABC, and the
reissue claimis are directed to the combination AB. Element C was added (in the prosecution of
the original application) to the claimed combination of AB to obtain allowance of the original
patent, and/or the presence of element C in the claimed combination was argued by applicant to
define over the art. Thus, the addition of element C and/or argument as to element C results in
the surrender of any claim combination of A and B that does not include C. The combination of

: 4 Thus, if a claim limitation is newly presented, argued or stated in an application to make the claims
patentable over an art rejection made in that application, and the application is then allowed, then applicant has
surrendered to the public any future claiming of the invention that does not contain that limitation,

5 7(3) if the reissue claim is broader in some aspects, but narrower in others, then: (a) if the feissue claim is
as broad as or broader in an aspect germane to a prior art rejection, but narrower in another aspect completely
unrelated to the rejection, the recapture rule bars the claim;” [Clement, 131 F.3d at 1470, 45 USPQ2d at 1165] .
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A and B without C is the surrendered subject matter.® The reissue claim, which no longer
contains element C, is broadened in an area related to the surrender (claim subject matter not
having C), and the claim combination of AB in the reissue is barred as recapture.

. The situation where element C was added by amendment (in the prosecution of the original
application) to the claimed combination of AB to obtain allowance of the original patent (and C
is then not included in the reissue claim) is the classic case of recapture. See for example Iz re
Clement, 131 F.3d 1464, 45 USPQ2d 1161 (Fed. Cir. 1997); Mentor Corp. v. Coloplast, Inc.,
998 F.2d 992, 27 USPQ2d 1521 (Fed. Cir. 1993); or Ball Corp. v. United States, 729 F.2d 1429,
- 1436, 221 USPQ 289, 295 (Fed. Cir. 1984);

The situation where element C was present in the originally claimed combination ABC (e., it
was not added by amendment) but element C was argued by applicant to define overtheartto .
obtain allowance of the original patent (and C is not included in the reissue claim) has been more

- recently clarified by the Federal Circuit to be recapture - see Hester Industries, Inc. v. Stezn Inc.,
142 F.3d 1472, 46 USPQ2d 1641 (Fed. Cir. 1998). S

Principle B. - If a limitation added/argued to overcome an art rejection during the original prosecution is replaced
in the reissue claims by another limitation that is pot related to the added/argued limitation, then
recapture exists, even where the replacement limjtation defines the claim(s) over the prior art.

Assume that the patent claims are directed to the combination ABC (for a method of baking a
pie), and the reissue application claims are then directed to the combination ABD. Further
assume element C is an'oven, while element D is a pre-mixing apparatus. In this instance, . .
element C was added (in the prosecution of the original application) to the claimed combination
of AB m order to define over the art rejection and thereby obtain allowance of the original patent.
Thus, the addition of element C has resulted in the surrender of any claim combination of A & B
that does not also include element C. Element D of the ABD combination claimed in the reissue
application is not related to the surrendered subject matter. Thus, the reissue claim to ABD,
which no longer contains element C, is broadened in an aspect germane to the art rejection, and
the narrowing (of the "canceled" claim subject matter to AB) via the addition of D does not save
the claim from recapture since D is not related to the swrrendered subject matter. See Pannu.

Principle . If a limitation added/argued to overcome an art rejection during the original prosecution is
. replaced by another limitation that is related to the added/argued limitation, then there is no
recapture. The replacement limitation certainly can be more specific than the omitted limitation.
In addition, Eggert held that the rglated replacement limitation can be broader than the omitted
limitation, as long as it is not as it does not result in the reissue claim being as broad as the
canceled claim (or broader) - .

S The subject matter of A alone (i.e., without B and C) and B alone (i.c., withoqu and C) has also been
swrrendered, but such is not relevant for this discussion.
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Assume that a claimed combination AB was originally presented in an original application, and
the claims were then amended in response to an art rejection to add element C and thus provide
ABC (after which the patent issued). A reissue application is then filed, and the reissue
application claims are directed to combination ABCyy,4emes. Element C might be a broiler, while
element Cy;y,4e0¢q 1S @ cooking means. The Element C broiler is “omitted” from the reissue
claims; the element Cyypa4enes cooking means replaces the broiler, and is thus the “replacement”
limitation. A cooking means is broader than a broiler, since there are other cooking means such
as a fryer, a boiler, a steamer, or the like. It is to be observed that the ABC,,4en.q Claims (having
the cooking means) are narrowed in scope when compared with the "canceled" claim subject
matter AB (not having the cooking means), since Cy,,4neq i required in addition to AB. Further,
the cooking means limitation Cyaaencq is related to the surrender, since it was element C (a

- broiler, which is a type of cookmg means) that was added in the original application to overcome
the art. There is no recapture in this instance, since the ABC,.404 Claim is narrower than
"canceled" claim subject matter AB, and the ABC, a4c0ea claim does not entirely omit the C
limitation previously added to overcome the art. See Eggert.

IV.  Further Discussion of Recapture as a result of Parnu and Eggert:

In the prosecution of an application, a claim hm1tahon (for example an element C, to be referred
to as the "surrender limitation") is often added and/or argued by applicant to make the claims (for
example, the combination of ABC) allowable over an art rejection; the claims are then allowed
and a patent issues. In a later application requesting reissue of that patent, applicant cannot then
omit or eliminate that limitation (applicant cannot omit C to thereby claim the combination of
AB). Claim subject matter which omits that limitation (element C) has been surrendered in the
prosecution of the original application, and applicant cannot then recapture that claim subject -
matter by way of reissue. 7

The reissue application can, however, provide a "replacement limitation" for the "surrender

- limitation," if the replacement limitation is "related" to the surrender limitation (i.e., element C is
replaced by C').* Case law of the Federal Circuit culminating in Panny has defined the required
relationship (between C and C") to require that the replacement limitation (C) must narrow the
claims in the same way that the surrender limitation (C) narrowed the claims. It is insufficient
that the claims be natrowed in a different area (not sufficient to provide the combination of ABX,
where X is not related to C) , even though the replacement limitation (X) ‘added in the reissue -
application claims defines the c1a1ms (ABX) over the art.

7 See In re Clement, 131 F.3d 1464, 45 USPQZd 1161 (Fed. Cir. 1997) for a discussion of the importance
of the recapture doctrine, and the analysis to be made in resolving recapture issues.

8 Seelnre Clement, 131 F.3d at 1470, 45 USPQ2d at 1165; Mentor Corp..v. Coloplast, Inc., 998 F.2d
992, 994, 27 USPQ2d 1521, 1525 (Fed. Cir. 1993). . ,
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The Eggert decision held that the replacement limitation can be broader than the surrender
limitation (C), as long as the replacement limitation narrows the claim that was amended to
obtain allowance of the original patent claims (hereinafter "the canceled claim") and the
narrowing is in the area of the surrender limitation. Thus, ABC can be broadened in a reissue
application to provide ABC .4e00a- If A is a cooler, B is a chopper, and C is a broiler, then C
can be broadened in the reissue to be a cooker (C y,,4eq00) and Tecapture is not present. By
retreating from "broiler" to the broader "cooker," the claims can be made to encompass a -
steamer, a fryer, a bakmg ovem and like additional embodiments. This is the full extent of the
Eggert holding.

The following dicta ® is set fox{h in Eggert, and is not to be followed by the Office:

1). The Eggert opinion states that the replacement limitation need not narrow the canceled claim in
the area of the surender limitation; the replacement limitation need only defines the claims over the
art (that caused the original narrowing of the claims). Under this statement of dicta, original patent
claims to ABC (where C is the surrender limitation) could be replaced in the reissue by claims to
ABX, (where X is not related to C) , and recapture would be avoided. THIS DICTA ISNOT TO BE
FOLLOWED, because it is inconsistent with the Federal Circuit's decision in Pannu.

2) The Eggert opinion discussed two claim comparison models to utilize in determining the
claim subject matter that was surrendered. The opinion states that the only viable option for
claim comparison is:

- L The (broadened) reissue claim may be compared to the corresponding claim in the
application that was amended or "canceled" to overcome the art (i.e., compared to the AB -
claim of the original application that was present before element C was added). Ifthe
reissue claim is broader than, or is as broad as, the "canceled claim" (e.g., by reciting AB,
A, or ABy;0,40000), then there is recapture.

The Eggert opinion, however, rejects the following option:

II. The (broadened) reissue claim may be compared to the corresponding claim added to

 define over the art and issued as "the patent claim.” If a limitation of the patent claim
which was added to define over the art (i.e., limitation C of ABC) , is no longer present
in the reissue presentatlon of the claim (e.g., if the reissue claim is AB, ABX, or ABY),
then recapture will be found, unless such limitation is replaced by a related limitation
(e.g., the reissue claim is ABC y040000 0T ABC Lo ved)-

® Dicta refers to statement(s) made by a member of the panel in the opinion rendered for the panel (of a
court, administrative Board, etc.) which statement(s) are not necessary to the holding. The members of the panel can
concur with the holding without concumng with the dicta, and the dicta is not binding precedent.
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The rejection of option I set forth in the Egger? opinion IS DICTA, AND IS NOT TO BE
FOLLOWED. Rather, both options I and II are viable for finding recapture. If the reissue claims
fail the recapture test under either option, recapture is present.

V.  Addition by Yamaguchi:

The Yamaguchi decision provides that a surrender of claimed subject matter cannot be based
‘'solely upon an applicant's failure to respond to, or failure to challenge, an examiner's statement
made during the prosecution of an application. Applicant is bound only by applicant's revision
of the application claims ' or a positive argument/statement by applicant. Applying this
principle, an applicant’s failure to present on the record a counter statement or comment as to an
examiner’s reasons for allowance does pot give rise to any implication that applicant agreed with
or acquiesced in the examinér’s reasoning for allowance. Thus, the failure to present a counter
statement or comment as to the examiner’s reasons for allowance does not give rise to a finding
of surrender. The examiner's statement of reasons for allowance in the original application
cannot, by itself, provide the basis for establishing surrender and recapture.

It is only in the situation where applicant does file comments on tﬁe reasons for allowance, that
surrender may have occurred. Note the following two scenarios in whlch an applicant files
comments:

Scenario I- There is Surrender: The examiner's reasons for allowance in the original application
stated that it was limitation C (of the combination of ABC) which distinguished over a potential
combining of references X and Y, in that limitation C provided increased speed to the process.

. Applicant files comments on the reasons for allowance essentially supporting the examiner’s
reasons. The limitation C is thus established as relating to subject matter previously surrendered.

Scenario 2 - There is No Surrender: On the other hand, if applicant’s gugmgmg on the reasons

* for allowance gontain a counter statement that it is limitation B (of the combination of 'ABC),

~ rather than C, which distinguishes the claims over the art, then hmltanon B was surrendered, and
limitation C has pot been surrendered.

VL Threé step recapture analysis

The Pannu court stated the Clement test fof determining the presence of recapture or lack thereof

1 Such revision would include addition, cancellatlon, or amendment of claims, or even an amendment of
the specxﬁcauon/drawmgs in a manner that changes the scope of the claims. Such revision would include an

examiner's amendment consented to by applicant, even though it is the examiner who actively drafts the
amendment.
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as a three step analysis:.

Application of the recapture rule is a three-step process. The first step is to “determine whether

and in what ‘aspect’ the reissue claims are broader than the patent claims.” ... “The second step is

to determine whether the broader aspects of the reissued claim related to surrendered subject

matter.” ... Finally, the court must determine whether the reissued claims were materially

narrowed in other respects to avoid the recapture rule. [Pannu, 258 F.3d at 1371, 59 USPQ2d at

1600]

N

In the MPEP discussion of recapture which was drafted prior to Pannu, the Clement third prong
has been viewed as a reﬁnement of the second step, and thus only two steps were set forth in
MPEP § 1412.02. The F ederal Circuit has now made a clear statement (in the Pannu oplmon)
that the recapture analysis is viewed as a three step process; thus, any recapture analysis made by
an examiner is to be stated ifi ferms of all three steps. See Attachment A for guidance in
applying the third step (i.e, the third prong) of the recapture analysis.

VIH. Flow chart:

Attachment B is a flow chart provided to assist personnel in determining whether recapture is
present, consistent with the case law discussed above.

VIII. Contact Persons:

For questions as to the materials provided above, please contact Ken Schor, a Senior Legal -
Advisor in the Office of Patent Legal Administration, at 308-6710 or by e-mail (Schor, Kenneth).

For questions as to recapture in general, the Special Program Examiners (SPREs) of the
Technology Centers should be consulted by the examiners, and any problem which cannot
resolved at the SPRE level forwarded to Ken Schor (308-6710) or Joe Narcavage (305-1795) of
the Office of Patent Legal Administration.

‘Attachments: A - Sumender for Reissue Recapture - The Second & Third Prongs of the Recapture
Analysis - 4 Breakdown by Scope of Reissue Claims
B - Recapture Flow Chart

CC:  Nicholas P. Godici
Edward R. Kazenske
Esther M. Kepplinger
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Attechment A

Surrender for Reissue Recapture - The Second & Third Prongs of the Recaptare Analysis
A Breakdown by Scope of Reissue Claims

9

In Pannu v. Storz Instruments Inc 258 F.3d 1366, 1371, 59 USPQ2d 1597, 1600 (Fed. Cir.
2001), the court stated:

Application of the reézpnue rule is a three-step process. The first step is to “determine
whether and in what ‘aspect’ the reissue claims are broader than the patent claims.”

“The second step is to determine whether the broader aspects of the reissued claim related
to surrendered subject matter.” ... Finally, the court must determine whether the reissued
claims were materially narrowed in other respects to avoid the recapture rule.

If the reissue claims are broader than the patent claims by removal of a limitation that was added
in the patent prosecution to secure allowance over the art, and no replacement limitation has been
added to narrow the patent claims, then the analysis ends. Recapture is present. Where a
replacement limitation has been added to narrow the patent claims, the third step, i.e., third
prong, of the recapture determination comes into play.

" The third prong of the recapture determination, is directed to analysis of the broadening and
narrowing effected via the reissue claims and of the significance of the claim limitations added
and deleted, making use of the prosecution history.of the patent (to be reissued), to determine
whether the reissue claims should be barred as recapture. ‘This attachment addresses analyzing
the reissue claims, as well as the existing questions/confusion as to whick patent claims are to be
compared to the reissue claims in determining the issue of surrender (for reissue recapture). The
attachment discusses the reissue claims (1) as compared with claims “canceled” from the
original application' to obtain the patent for which reissue is now being sought, and (2) as
compared with the patent claims of the original patent. The discussion i incorporates the recent

. holdings of Pannu v. Storz Instruments Inc., 258 F.3d 1366, 59 USPQ2d 1597 (Fed. Cir: 2001),
Ex parte Yamaguchi, 61 USPQ2d 1043 (Bd. Pat. App. & Inter. 2001)(ieported but unpublished,
precedential), and Ex Parte Eggert, Appeal No. 2001-0790 (Bd. Pat. App. & Inter. May 29,
2003)(precedential).

In analyzing reissue ¢ claims for recapture, the examiner must conduct two separate types of
analysis, which are set out below.

 "Le, canceled claim subject maiter. o S e n e
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L. Comparison of Reissue Claims narrowed/broadened vis a-vis the Canceled Claims

DEFINITION: “Canceled claims,” in the context of recapture case law, are claims canceled from
the original application to obtain the patent for which reissue is now being sought. The claims

(1) can simply be canceled and not replaced by others, or

* (2) can be canceled and replaced 2 by other claims which are more specific than the canceled
claims in at least one aspect (to thereby define over the art of record).

5
A. Reissue claims are samhe or broader in scope than canceled ¢laims in all aspects:
The recapture rule bars the patentee from acquiring, through reissue, claims that are in all aspects
(2) of the same scope as, or (b) broader in scope than, those claims canceled from the original
~application to obtain a patent. In re Ball, 729 F.2d at 1436, 221 USPQ at 295.

B. Reissue claims are narrower in scope than canceled claims in at least one aspect:

[A preliminary note: If the reissue claims are equal in scope to, or narrower than, the claims of
the original patent (as opposed to the claims "canceled from the application") in all aspects, then
there can never be recapture. The discussion that follows is not directed to that situation. It is
rather directed to the situation where the reissue claims are narrower than the claims “canceled”

Jrom the application in some aspect, but are broader than the claims of the original patent in
some aspect.] .

If the reissue claims are narrower in scope than the claims canceled from the original application
by inclusion of the limitation added to define the original application claims over the art, there
will be no recapture, even if the reissue claims are broader than the canceled claims in some
other aspect (i.¢., an aspect not related to the surrender made in the original application).

Assume combination AB was originally presented in the application, and was amended in
response to an art rejection to add element C and thus provide ABC (after which the patent
issued). The reissue claims are then directed to combination Ab,;guuenedC. The AByoasenesC claims
are narrower 1n scope when compared with the canceled claim subject matter AB in respect to
the addition of C (which was added in the application to overcome the art), and there is no

As another example, assume combination ABZ was originally presented in the application, and
was amended in résponse to an art rejection to add element C and thus provide ABZC (after
which the patent issued). The reissue claims are then directed to combination ABC (i.e., element

- 2 The "replacement claims" canbencwclannswh:charenan-owerﬂmnthecanodcdclmms orcanbeﬂ:c 4
samcclannsamendedtobemmwerthanthecanceledverswnofﬂleclanns o - -
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Z 1s deleted from the canceled claims, while element C remains present). The ABC claims of the
reissue are narrower in scope as compared to the canceled-from-the-original-application claim
subject matter ABZ in respect to the addition of C (which was added in the application to
overcome the art), and there is thus no recapture. '

II. Comparison of Reissue Claims narrowed/broadened vis a-vis the Patent Claims

The “patent claims,” in the context of recapture case law, are claims which issued in the original
patent for which reissue is now being sought. As pointed out above, where the reissue claims are
narrower than® the claims of the original patent in all aspects, then there can never be recapture.
Where, however, reissue claims are both broadened and narrowed as compared with the ongmal
patent claims, the nature of the broadening and narrowing must be examined to determine
whether the reissue claims are barred as being recapture of surrendered subject matter. If the ..
claims are “broader than they are narrower in a manner directly pertinent to the subject matter ..

surrendered during prosecution” (Clement, 131 F.3d at 1471, 45 USPQ2d at 1166), then
recapture will bar the claims. This narrowing/broadening vis-a-vis the patent is broken down
into four possibilities that will now be addressed.

Working definition for purposes of this section - surrender-generating limitation:

The “limitation” presented argued or stated to make the cla.lms patentable over the art (in the
application) "generates” the surrender of claimed subject matter that omits that limitation in its
entirety, i.¢., surrender of any claim whose scope does not contain the limitation. For the sake of
simplification, this limitation will be referred to throughout this section as the surrender-
generating limitation. If a claim is presented in a reissue application that omits, in its entirety,
the surrender-generating limitation, that claim impermissibly recaptures what was previously
surrendered, and that claim is barred under 35 U.S.C. 251. This terminology will be used in the
discussion of the four categories of narrowing/broadening vis-a-vis the patent that follows.

A. Reissue claims are narrower in scope than patent claims, in area not directed to
amendment/argument made to overcome art rejection in original prosecution; are
broader in scope by omitting limitation(s) added/argued to overcome art rejection in
original prosecution:

In this case, there is recapture.

This situation is where the patent claims are directed to combination ABC and the reissue claims
are directed to ABD. Element C was either a limitation added to AB to obtain allowance of the
original patent, or was argued by applicant to define over the art (or both). Thus, addition of C

- (and/or argument as to C) has resulted in the surrender of any combination of A & B that does
not nclude C; this is the surrendered subject matter. Element D, on the other hand, is not related

. 3 If reissue claims are equal in scope to the patent claims, there is no recapture as to those reissue
clmms but that is self evxdent, and as such, is not addressed.
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to the surrendered subject matter. Thus, the reissue claim, which no longer contains C, is
broadened in an area related to the swrrender, and the narrowing via the addition of D does not
save the claim from recapture since D is not related to the surrendered subject matter.

Reissue claims that are broader than the original patent claims by not including the surrender-
‘generating limitation (element C, in the example given) wi barred by the rule even
- though there is narrowing of the claims not related to the surrender-generating limitation. As
stated in the decision of In re Clement 131 F.3d at 1470, 45 USPQ2d at 1165, if the reissue
claim is broader in an aspect gérmane to a prior art rejection, but narrower in another aspect
completely unrelated to the rejection, the recapture rule bars the claim. Pannu v. Storz
Instruments Inc., supra, then brings home the point by providing an actual fact situation in Wthh
this scenario was held to be recapture. -
B. Reissue claims are narrower or equal in scope, in area directed to
amendment/argument made to overcome art rejection in original prosecution; are
broader in scope in area not directed to amendment/argument:

In thus case, there is no recapture.

- This situation is where the patent claims are directed to combination ABCDE and the reissue
claims are directed to ABDE (element C is omitted). Assume that the combination of ABCD

was present in the original application as it was filed, and element E was later added to define
over that art. No argument was ever presented as to elements A-C defining over the art.

In this situation, the ABCDE combination of the patent can be broadened (in the reissue

application) to omit element C, and thereby claim the combination of ABDE, where element E

(the surrender generating hm:ltahon) 1s not omitted. There would be no recapture in this
instance. 4 :

Additionally, the reissue claims are certainly permitted to recite combination ABDE, specisic (Where
surrender-generating element E is narrowed). The patent claims have been broadened in an area
not directed to the surrender (by omitting element C) and narrowed in the area of surrender (by
narrowing element E to B;s.). This is clearly permitted.

As another example, assume limitation C was added to application claims AB to obtain the
patent to ABC, and now the reissue presents claims to AC or ABy,,,C. Such reissue claims
-avoid the effect of the recapture rule because they are broader in a way that does not attempt to
reclaim what was surrendered earlier. Mentor Corp. v. Coloplast, Inc., 998 F.2d 992, 994, 27
USPQ2d 1521, 1525 (Fed. Cir. 1993). Such claims are considered to be broader in an aspect not
“germane to a prior art rejection,” and thus are not barred by recapture. Note In re Clement, 131

2

% If argument had been presented as to element C defining over the art, in addition to the addition
of element E, then the ABCDE combination could not be broadened to omit element C and thereby claim
combination of ABDE. This would be recapture; see the above discussion as to surrender and recapture
based upon argument.
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F.3d at 1470, 45 USPQ2d at 1165.

Reissue claims that are broader than the original patent claims by deletion of a limitation or
claim requirement other than the “surrender-generating limitation” will avoid the effect of the
recapture rule, regardless of the nature of the narrowing in the claims, and even if the claims are
not narrowed at all from the scope of the patent claims.

C.. Reissue claims are narrower in scope in area not directed to amendment/argument
made to overcome art rejection in original prosecution; are broader in scope in area
not directed to the amendment/argument

In this instance, there is clearly no recapture. In the reissue application, there has been no -change
in the claims related to the matter surrendered in the original application for the patent.

In this instance, element C was added to the AB combination to provide ABC and define over
the art, and the patent was issued. The reissue omits element B and adds element Z, to thus
claim ACZ. There is no recapture since the surrender generating element C has not been
modified in any way. *

D. Reissue claims broader in scope in area directed to amendment/argument made to
overcome art rejection in original prosecution; but reissue claims retain, in
broadened form, the limitation(s) argued/added to overcome art rejection in original
prosecation:

Assume the combination AB was originally claimed in the application, and was amended in
response to an art rejection to add element C and thus provide the combination ABC (after which
the patent issued). A reissue application is then filed, and the reissue application claims are
directed to the combination ABC yyuenes: The ABC yguenc4 Claims are narrowed in scope when
compared with the canceled claim subject matter AB, because of the addition of C y .4 Thus,
the claims retain, in broadened form, the limitation argued/added to overcome art rejection in
original prosecution. There is no recapture, since ABC y,,40004 iS Darrower than canceled claim
subject matter AB in an area related to the surrender. This is so, because it was element C that
was added in the application to overcome the art. See Ex Parte Eggert, Appeal No. 2001-0790
(Bd. Pat. App. & Inter. May 29, 2003)(precedential).

3 Note, however, that if, when element C was added to AB, applicant argued that the association

of newly added C with B provides a synergistic (unexpected) result to thus define over the art, then
neither B nor C could be omitted in the reissue application.
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ATTACHMENT B

Reissue Recapture - Determining its presence or absence

There is no recapture

’ ‘ ry
| . )
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]
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Yes
) 4
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